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August 8, 2005 



•ate) 





Nira M. Brand, Reg. No. 52,648 



REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R. 1.705(b) 

Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

' Dear Sir: 

This petition is filed under 37 C.F.R. § 1.705(b), requesting reconsideration of the patent 
term adjustment, and is submitted after the mailing date of the notice of allowability and upon 
payment of the issue fee for the above-identified patent. The fee set forth in 37 C.F.R. § 1.18(e) 
is enclosed. 

Applicant submits that the patent term adjustment of 0 days provided on Form PTOL-85 
with the Notice of Allowability has been erroneously calculated, based on an incorrect date 
assigned to the Patent Term Adjustment History listings for "Statement by one or more inventors 
satisfying the requirement under 35 USC 115, Oath of the Applicant" and "Payment of additional 
filing fee." Applicant hereby petitions for the recalculation of the patent term adjustment. As 
explained below, the correct patent term adjustment is 845 days. The relevant prosecution 
history, as well as the bases for Applicant's arguments under Rules 1.703(a) and 1.703(f), are set 
forth below. 

STATEMENT OF FACTS 

In accordance with §1.705(a)(2)(i), Applicant submits that the correct patent term 

adjustment is 817 days. A copy of the Patent Term Adjustment History of the present application 

from the USPTO website is attached. 
08/11/2005 HBELETE2 00000079 09870393 

01 FC:1455 200.00 OP 
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The PTO correctly assigned a patent term adjustment of 899 days under §1.702 (a)(1) for 
failure to mail a notification under 35 U.S.C. 132 not later than fourteen months after the date on 
which the application was filed under 35 U.S.C. 1 1 1(a). 

However, the Patent Term Adjustment History incorrectly lists a delay of 900 days on the 
part of the Applicant associated with filing of "a statement by one or more inventors satisfying 
the requirements under 35 UCS 115, Oath of the Application" and "payment of additional filing 
fee." Applicant actually mailed these documents on December 21, 2001, and the documents 
were acknowledged as received by the PTO on January 23, 2002. A copy of the date- stamped 
return postcard showing receipt of these documents is enclosed. 

However, the Postal Service also delayed in delivering the "statement" and "payment." 
The mailing occurred during the period when anthrax was suspected in the U.S. mail. In the 
ordinary course, the mailing would be expected to be received within three business days. In 
light of the intervening holiday, the mailing should have been received on December 26, 2001, 
rather than the January 23, 2002 date acknowledged by the PTO. 

Thus, although the Patent Term Adjustment History indicates a delay of 900 days on the 
part of the Applicant for submitting the documents requested in the Notice to File Missing Parts, 
these documents were, in fact, received by the PTO on January 23, 2002, which was 82 days 
more than three months after mailing of the Notice to File Missing Parts, and should have been 
received by December 26, 2001, which was only 54 days more than three months after mailing of 
the Notice to File Missing Parts. 

In accordance with the above-listed bases of calculation, Applicant asserts that the correct 
patent term adjustment due to this patent is 845 days (899-54 = 845). 

In accordance with §1.705(a)(2)(ii), the relevant dates as specified in §§ 1.703(a) through 
(e) for which adjustment is sought are as follows: 

On May 29, 2001, the application was filed. A return receipt postcard from the PTO, 
dated-stamped May 29, 2001, was received, assigning the application Serial No. 09/870,393. 

On August 2, 2001 a Notice to File Missing Parts was mailed to the Applicant. This 
Notice was never received. 

On December 21, 2001, having still not received the Notice to File Missing Parts, the 
Applicant voluntarily submitted the documents expected to be requested in the Notice to File 
Missing Parts together with a Request for Entry of Declaration and the applicable fee. The 
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documents were sent with a First Class Mail certification, and the return receipt postcard from 
the PTO, dated-stamped January 23, 2002, was received for this submission. 

On January 13, 2005, Applicant received a first action under 35 U.S.C. 132. This date is 
899 days later than 14 months from the assigned filing date, and, thus, the period of adjustment 
under § 1.703(a) is 899 days. 

In accordance with §1.705(a)(2)(iii), Applicant submits that the patent is not subject to a 
terminal disclaimer. 

In accordance with §1.705(a)(2)(iv), Applicant submits that there were no circumstances 
constituting a failure to engage in reasonable efforts to conclude processing or examination of the 
application as set forth in §1.704, as evidenced by the following facts and relevant dates: 

On May 29, 2001, the application was filed. A return receipt postcard from the PTO, 
dated-stamped May 29, 2001, was received, assigning the application Serial No. 09/870,393. 

On October 1, 2001, the Applicant submitted a first Information Disclosure Statement to 
the Patent Office. A return receipt postcard from the PTO, dated-stamped October 4, 2001, was 
received for this submission. 

According to an Attorney's Memo to our file, on December 6, 2001, Applicant's attorney 
"telephoned the Customer Service Branch of the PTO to inquire why no Notice to File Missing 
Parts for the application had been received. The PTO representative stated that a Notice to File 
Missing Parts had been sent out on August 2, 2001 and that the supervisor on the case would call 
the attorney. No such call was ever received. 

On December 21, 2001, the Applicant voluntarily submitted the documents requested in 
the Notice to File Missing Parts together with a Request for Entry of Declaration and the 
applicable fee, since no Notice to File Missing Parts had yet been received. A return receipt 
postcard from the PTO, dated-stamped January 23, 2002, was received for this submission. 

On August 2, 2002, a Preliminary Amendment was filed. A return receipt postcard from 
the PTO, dated-stamped August 6, 2002, was received for this submission. 

On November 26, 2002, Applicant's attorney sent a first Status Check letter to the PTO, 
inquiring about the application. Additional Status Check letters were sent to the PTO on May 
23, 2003 and November 21, 2003. 

On April 20, 2004, Applicant's attorney had a phone conversation with a Ms. McDowell 
of the PTO, and subsequently faxed Ms. McDowell copies of all Missing Parts documents that 

-3- 



Appl. No. 
Filed 



09/870,393 
May 29, 2001 



had been submitted in December 2001, along with a copy of the January 23, 2002 postcard 
confirming receipt of the documents at the PTO. Thus, the April 20, 2004 date listed in the 
online Patent Term Adjustment History constitutes the date upon which the PTO received faxed 
copies of the documents that it had previously acknowledged as having been received on January 
23, 2002. 

On April 21, 2004, Ms. McDowell faxed a copy of the Notice to File Missing Parts to the 
Applicant's attorney. 

On April 29, 2004, Applicant received a filing receipt for the application from the PTO, 
assigning the filing date of May 29, 2001. 

Applicant submits that the above-listed facts provide evidence that, given the 
circumstances of the case, Applicant was diligent in and engaged in reasonable efforts to 
conclude processing or examination of the application. 



For the foregoing reasons, it is respectfully submitted that the correct patent term 
adjustment for the above-identified patent should be 845 days. 

The undersigned has made a good faith effort to set forth all relevant facts and bases for 
adjustment involved. Nevertheless, if any undeveloped issues remain or if any issues require 
clarification, the Examiner is respectfully requested to call the undersigned to discuss such 
issues. 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 1 1 - 1 4 1 0. 



CONCLUSION 



Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 




Nira Brand 

Registration No. 52,648 
Agent of Record 
Customer No. 20,995 
(949) 760-9502 



1817956\071505 
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